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1 The above-entitled matter came on for hearing on Thursday, 

2 April 17, 2008, commencing at 9:07 a.m., at the U.S. Patent and Trademark 

3 Office, 600 Dulany Street, Alexandria, Virginia, before Dawn A. Brown, 

4 Notary Registration No. 7066896, Notary Public. 

5 THE CLERK: Calendar Number 44, Mrs. Pabst. 

6 JUDGE KIMLIN: Good morning, Mrs. Pabst. 

7 MS. PABST: Good morning. 

8 JUDGE KIMLIN: Please begin when you're ready. 

9 MS. PABST: In introduction, I'm Patrea Pabst. This is my 

10 associate, who is just here to learn, brand-new, Caroline Burd. And this is 

1 1 Jim Tausche, who is the CEO at Enzyme De-inking. 

12 JUDGE KIMLIN: Welcome to you all. 

13 MS. PABST: We appreciate the opportunity to be here. This is 

14 a case that has been around a long time. We hope we finally got our claims 

15 right, we hope we've got our evidence into taken, and demonstrate why this 

16 truly is novel and inventive, and it certainly has been commercially 

17 important. 

18 We believe the main issue here, obviously, is obviousness. I 

19 don't have to tell you all the standard for obviousness looking at the scope 

20 and content of the prior art, the level of skill in the art, the differences and 

2 1 secondary considerations . 

22 This is, in my opinion, an In re Sullivan-type case, the type 

23 where the federal circuit looked at what weight should be given to the 

24 evidence in the record that has been submitted to demonstrate 

25 nonobviousness. 

26 As the Court said in their decision last August, if the examiner 
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1 makes a prima facie case of obviousness - and I'm not sure they have, but 

2 we're not going to argue that this morning — we have the right to rebut that 

3 with a showing of evidence supporting the opposite conclusion. 

4 The evidence that is of record demonstrates that those of 

5 ordinary skill in the art at the time this application was filed believed that it 

6 was essential to have a pH greater than 8 in order to use the alkaline to 

7 expand the fibers. 

8 And Mr. Tausche here gave a great example of this. He said 

9 think of it as a balloon with mud on it. When you blow up the balloon, it is 

10 easier to pop the mud off of it. 

1 1 And that is exactly what the belief in the industry was, that you 

12 had to have that alkaline in order for the enzyme to assist in that removal. 

13 The declarations that we have submitted demonstrate what those skilled in 

14 the art would have understood at the time. 

15 We also have submitted in response to - I'm sure you all know 

16 part of the problem in this case is we had three examiners over the last 

17 couple of years and each time we tried to get back to where we were, and it 

1 8 got a little frustrating for everybody. 

19 But we put in the second declaration of Howard Kaplan, in 



20 particular, was submitted to show not only that when you do this de-inking 

21 in the claimed pH range, between 3 and 8, that you achieve the same or 

22 better whiteness, but that difference, not adding the sodium hydroxide, 

23 allows these mills to save — well, in 2006, the number was $1.9 million a 

24 year. 

25 It is a huge difference in a business where the profit margin is 

26 not that large. The declaration gives the numbers for what it was at the time 
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1 the application was filed. They obviously have gone up between that time 

2 and the time that this declaration was submitted. 

3 Those numbers are found in paragraph 8, page 4 of that 

4 declaration. Mr. Tausche informs me the numbers, of course, are higher 

5 now, in excess of $2 million in difference. 

6 His company, Enzyme De-inking, focuses on the distribution 

7 and sale of these enzymes in the pulping industry. I have asked him to come 

8 in order to answer any technical questions or points that you might have that 

9 might need clarification from the brief and evidence of record. 

10 I think I'll stop there and see if we have any questions. 

11 JUDGE GARRIS: I might ask you to clarify that for me. First 



12 of all, the point you were making earlier that in the prior art, prior to this 

13 invention, it was thought that alkaline conditions were desirable or necessary 

14 in order to achieve de-inking. And that would raise, initially, the question of 

15 whether or not, in fact, your claim for setting the pH at 3 to 8 excluded 

1 6 alkaline conditions . 



17 I understand that a high alkalinity condition is excluded by this 

18 claimed pH, but it seems to include at least somewhat alkaline conditions. 

19 So that raises the issue of whether, in fact, your claim includes to some 

20 extent the very types of conditions that you urge in your declarations and in 

21 your briefs are thought to be required in the prior art. 

22 MS. PABST: That answer actually is addressed in the 

23 declarations that we have submitted. 

24 Both - they talk about what alkaline conditions were believed 

25 to be, which is in the range of 10 to 1 1, as well as if you look at Mr. Kaplan's 

26 declaration where he actually repeats the pH of the two examples in the 
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1 reference, the primary reference, the Japanese application, and measures that 

2 pH and shows that if you use the sodium hydroxide at the concentration that 

3 is described in the prior art, that the pH is between 10 and 11. 

4 JUDGE GARRIS: Let me stop you there. I understand that 

5 example 2 of the Japanese reference was reproduced by Mr. Kaplan. 

6 MS.PABST: Yes. 

7 JUDGE GARRIS: And that it was his observation that the 

8 resulting pH was something between and 10 and 11. 

9 MS. PABST: Well, he actually measured it exactly. 

10 JUDGE GARRIS: I understand that. My point, however, is 

1 1 that in the other declarations they talk about what was considered to be 

12 known in the prior art. They simply indicated that alkaline conditions were 

13 thought to be needed, and that it was surprising that de-inking could occur in 

14 - the phrase is — nonalkaline conditions. 

15 And so really then my question would be, does your claim limit 

16 itself to nonalkaline conditions? 

17 MS.PABST: Our claim explicitly recites pH 3 to 8. The prior 

18 art describes alkaline conditions for swelling of the cellulose fibers. 

19 The examples in the prior art cited by the examiner show a pH 

20 between 10 and 11, which is - I've never been good at math - 2 log factors - 

21 - a hundred log factors higher than the claimed pH range. From a practical 

22 standpoint, and I think you probably know enzymes quite well, that is a huge 

23 difference in terms of both a material response to a pH as well as what 

24 enzymes will do. 

25 What I'm going to do is ask Mr. Tausche to respond as well. I 

26 believe that is what the prior art that is of record in this case shows and that 
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1 we have put in the evidence that says just as - you know we've met the 

2 criteria that the Supreme Court laid out in KSR. 

3 What is the scope and content of the prior art in the level of 

4 ordinary skill in the art? How would those skilled in the art interpret that 

5 prior art? 

6 They would not interpret the prior art as between 3 to 8. They 

7 would interpret it based on the ordinary understanding of what the industry 

8 was using at the time this application was filed. 

9 We had put in a great deal of additional prior art. For example, 

10 the paper that neutral de-inking makes it debut, which also talks about what 

1 1 those skilled in the art thought was meant by alkaline conditions versus what 

12 they now call neutral de-inking, less than pH 8. 

13 MR. TAUSCHE: You know, the pH scale, as you all are 

14 aware, up to 14 is a logarithmic calculation. Neutral is generally considered 

15 6 to 8. It is not 7 to 7. It is 6 to 8. So most people in our industry when 

16 they talk about neutral de-inking are talking about things 8 and above. 

17 MS.PABST: 8 and below. 

18 MR. TAUSCHE: 8 and below. The alkaline is 8 and above. 

19 The traditional way of doing this you wouldn't even get close to 8. 1 percent 

20 caustic is a typical addition. It is a 50 percent strength of caustic, and you're 

21 going to shoot up to 10, 11 every single time. Even the 8 range is not 

22 something that would have been practiced in the art. 

23 JUDGE KIMLIN: Does the declaration evidence afford a 

24 comparison between pHs of 8 and 10 or 8 and 11. 

25 MS. PABST: We provided direct comparative evidence of with 

26 and without the addition of the sodium hydroxide. And if we could look at 
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1 Mr. Kaplan's second declaration - and I've forgotten which examiner now — 

2 but one of the examiners - we submitted a first declaration, and we got a 

3 new examiner. And they came back and said, well, we want to know what 

4 your pHs were exactly. 



5 So what we had here was in paragraph 4 where the person at 

6 Enzyme De-inking took that example with and without the sodium 

7 hydroxide, and the pH of the reaction mixture after stirring was 7.5. 

8 Now, these were repeated ten times. When you added the 

9 sodium hydroxide, the pH was 10.59, 10.67, 11.16, 11.12 and so forth. 

10 Again, this was done just a couple of times in the first comparative studies. 

1 1 The examiner requested statistically significant tests and 

12 statistical significance between the outcomes of the two, and that is what the 

13 second declaration shows. So that the pH with the addition of nothing for 

14 this reaction mixture is about 7.5 to 7.6. 

15 JUDGE KIMLIN: And you have a comparison of that with the 

16 -- 

17 MS. PABST: With the example 2, which is the .1 sodium 

18 hydroxide, which takes it above 10. This was a direct comparison. 

19 Now, there was only one difference in example 2 in the 

20 comparison that was studied, which was that the original enzymes prescribed 

21 in that application were no longer available, so a comparable cellulase was 

22 used. 

23 But as far as the chemical conditions and the materials and 

24 everything else and the measurements were all exactly the same, and it was 

25 repeated, not just the ten times in the second study, but as well as the first 

26 study to show these differences were statistically significant. 
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1 One of the things the examiner raised was, Well, it doesn't look 

2 to me like .7 is a huge difference. As Mr. Tausche, he can tell you, in an 

3 industry where very, very small amounts are important, that actually is 

4 important. But from a standpoint of what everybody can understand from a 

5 commercial standpoint, saving $2 million a year is a very significant 

6 difference. 



7 And it comes down to if this was so obvious at the time this 

8 thing was filed, every mill in the world would have not been adding sodium 

9 hydroxide. 

10 JUDGE KIMLIN: Which leads me to the question: What is 

1 1 happening here that is giving us results that are so contrary to what was 

12 accepted in the art since pH is such an easily controlled factor and something 

1 3 that in the patent world we say we can alter with just routine 

14 experimentation and optimization? Is there a mechanism that is happening 

1 5 that was not recognized before? 

16 MS. PABST: I'm deferring to the expert here. 

17 MR. TAUSCHE: Yeah. There are many industries where lore 

18 drives what is done. Paper recycling is a good example. Paper has been 

19 recycled for roughly a hundred years, and paper is actually a fairly complex 

20 matrix. 

21 You have fibers that web together. You have inks that stick on 

22 them. You have fillers that are inside, then you have coatings that are on 

23 top. And in order to de-ink effectively, all of that has to be separated. 

24 And caustic is a wonderful chemical. It can dissolve many of 

25 those coatings, it can help swell the fibers, as Patrea mentioned. When you 

26 swell things apart, much like that balloon metaphor, it does pop things off. 
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1 Pulp and paper industry is one where it takes an awful long time to adopt a 

2 new thought. 

3 You can look at many examples of kraft bleaching where an 

4 invention might have taken a quarter of a century to be adopted. Perhaps in 

5 computers you might say a great idea people would experiment and they 

6 would try to do something quite readily, the pulp and paper industry it is not 

7 the case. 

8 Caustic just happens to be a very good material to swell fibers, 

9 dissolve coatings, which are like the cement that holds things together, and 

10 begin the process of disassociating the contaminants from the fibers that you 

1 1 want. Mills just didn't do this and did not try this. 

12 MS. PABST: How does the enzyme work without it? 

13 MR. TAUSCHE: The enzyme lever is a very different 

14 mechanism to do this, and it is a surprising mechanism. Industrial enzymes 

15 also are a fairly new science. These are not materials you would be buying. 

16 I think industrial enzymes were first used in the detergent 

17 industry, and even that wasn't so many years ago. There is a very newness 

18 to the raw materials and the ability to do this like in any new science that is 

19 being developed. 

20 MS. PABST: Is there some advantage that caustic brings that 

21 your process is not obtaining because it does not have a caustic in there, like 

22 the enzyme is removing the ink but possibly not other coatings or fillers or 

23 whatever? 

24 MR. TAUSCHE: There are no benefits that don't relate to our - 

25 - I'm sorry. There are no benefits that relate to our patent. 

26 For example, caustic is still very valuable if you have wet 
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1 strength. This has nothing to do with our patent. Wet strength is a material, 

2 it is a plasticizer, that you would add to paper, such as a beverage carton, so 

3 it doesn't fall apart when your Coke can or your beer can gets wet. 

4 Today, still, caustic is used -- hypochlorite is used to 

5 disassociate those plastics. That is not de-inking; that has a different issue of 

6 re-pulping plasticized materials. 

7 JUDGE KIMLIN: I mention that because you were talking 

8 about how complex the fibers are of the — you know, the printed paper and 

9 just wondering if the caustic had all these advantages. Were you gaining 

10 one advantage and maybe losing another by not having a caustic? 

1 1 MS. PABST: I think that is one of the things that is so 

12 surprising about these results is the fact that you can have this cost savings. 

13 So like with newsprint and recycled regular paper that doesn't have the 

14 plastic coatings, that is what is surprising. 

15 That is what Mr. Kaplan's declaration shows that is just 

16 staggering in some ways. That is what we were trying to explain to the 

17 examiner is the results show it is just as good if not better to not use this 

18 caustic, which ups the cost per year per mill to $2 million. 

19 The whiteness is almost - it is as good if not better. It is 

20 cheaper. It is totally contrary to what people in the industry at the time this 

21 was filed were using. 

22 So what Jim is trying to say now is there are going to be 

23 materials still where you need to use the caustic, but for this huge aspect of 

24 the industry when you're taking newsprint and I know law firms put in 

25 enough paper to kill a forest every year, it is a great resource. 

26 It also has advantages with respect to disposal, it is more 



10 



Appeal 2008-1297 
Application 09/121,152 

1 environmentally friendly, and I see I am kind of running out of time. 

2 MR. TAUSCHE: Another issue to address the question. 

3 Caustic used to be very much less expensive than today. It is an energy- 

4 related material. Mills used to be very open, so they didn't care about issues 

5 like COD and BOD, but the environmental constraints on recycling have 

6 grown over time. 

7 So I think if you were to jump 30 years ago and think about 

8 caustic, a mill person would have said it works really well, it is cheap as can 

9 be, no one is monitoring the effluent. A very different environment than 

10 today. 

11 JUDGE GARRIS: Before we wrap this up, I want to 

12 specifically address the Kaplan II declaration that you alluded to. In it, of 

13 course, you make this comparison between an embodiment — a somewhat 

14 modified embodiment of an example to the Japanese reference. You weren't 

15 able to obtain the specific enzyme. 

16 MS.PABST: We made great efforts. 

17 JUDGE GARRIS: You used an equivalent instead and 

1 8 compared it to your invention, which unlike example 2, did not use sodium 

19 hydroxide. 

20 In addition, however, there is another difference, and that is that 

21 the enzyme you used, of course, was different. And so I guess I would point 

22 - I'm looking here in the paragraph in the Kaplan II declaration where you 

23 were using an alkaline cellulase to represent an example to the Japanese 

24 reference. 

25 It has got an alkaline cellulase. It is active over a range of 4 to 

26 10. It has a pH optimum of 8. And that is what you use for your 
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1 comparison. For your invention, you use this different enzyme that has an 

2 optimum pH between 6.5 and 7.5. 

3 MS.PABST: Yes. 

4 JUDGE GARRIS: Is that a difference we should be concerned 

5 about? In other words, will using different enzymes give a different result in 

6 terms of de-inking, the whiteness of the product, et cetera? 

7 MS. PABST: Anyone in the enzyme industry is going to select 



8 an enzyme that has an optimal activity at the pH of what is used. So what 

9 this experiment did was it biased the results in favor of success for both 

10 samples. They used an enzyme that had the maximum activity at the pH 

1 1 used with the sodium hydroxide and it used a cellulase at the optimal activity 

12 at the pH for the other one. 



13 So both samples were biased for maximal success by selecting 

14 an enzyme that worked best at that pH. But, I mean, I would be hard pressed 

15 to argue that selecting an enzyme that, you know, that you look at - I mean, 

16 anybody who could have pulled out a SIGMA catalog knows that it says 

17 where pH optimal is. 

1 8 And I think that is pretty routine that part, but that was done 

19 with both halves of these, picking an enzyme that would work absolutely the 

20 best at the pH at which it was used. 

21 JUDGE GARRIS: I raise this issue because it may relate to the 

22 examiner's concern that your declaration evidence is not commensurate in 

23 scope to the claim. 

24 I point out, for example, that the comparison alkaline cellulase 

25 that you're using in the - you got in the Kaplan II declaration says that the 

26 pH optimum is 8.0. Well, of course, that is at the top end of your claimed 
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1 range. And so the question might be - 

2 MS.PABST: It is probably 8.0. 

3 JUDGE GARRIS: -- what would happen if, in fact, you use 

4 that exact same alkaline cellulase for the comparison and for the invention 

5 wherein the comparison, of course, uses sodium hydroxide and the invention 

6 does not? 

7 MS. PABST: The purpose of the comparison according to the 

8 examiner who originally requested this was to show that we have better 

9 results in the mechanism. It wasn't - it was never a question of whether it 

10 worked over the pH range of 3 to 8. 

1 1 That was not the question. The question was to compare de- 



12 inking with the end pH of 3 to 8 with nothing else added, which made it very 

13 difficult to do a range of pH because, as the example was set up, the only 

14 way you could drop that pH would have been to add hydrochloric acid in, 

15 which would have been a variable because acid just as caustic could have 

16 been argued to alter the results. 



17 So we were asked to compare with and without sodium 

1 8 hydroxide, and there was no way to do this any other way. And, I mean - 

19 JUDGE GARRIS: I've just suggested another way, and that is 

20 to use the same cellulase for both the comparison as well as the -- 

21 MS.PABST: But nobody would do that. Again, we go back to 

22 what the Court said in In re Sullivan. 

23 JUDGE GARRIS: Why do you say that? 

24 MS. PABST: People in the enzyme field know - and this has 

25 been known for so long that it was known when I worked in a lab, which 

26 was a really long time ago -- you know to pick the enzyme that is going to 
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1 work best at your pH. 

2 JUDGE GARRIS: You're using in your comparison an enzyme 

3 of an optimum pH at 8. Your claim includes a pH of 8 -- 

4 MS. PABST: The claim recites - 

5 JUDGE GARRIS: — so why not use that same enzyme for the 

6 comparison. 

7 MS. PABST: -- doing the de-inking at a pH between 3 and 8. 

8 MR. TAUSCHE: Our goal in this experiment was to use an 

9 enzyme. It is an alkaline cellulase. We were trying to replicate - 

10 MS. PABST: Which is what was described in the Japanese 

1 1 reference, an alkaline cellulase. 

12 JUDGE GARRIS: It seems like it is, likewise, an enzyme 

1 3 encompassed by your claim. 

14 MS. PABST: It doesn't matter if it is encompassed by our 

15 claim. The whole point of our claim and what we have been trying to 

16 correct for a long time to make that claim clear was that our claim recites the 

17 reaction condition of between pH 3 and 8. That is what our claim defines. 

1 8 The Japanese reference describes de-inking with sodium 

19 hydroxide, which is a pH between 10 and 1 1 in those samples. So it doesn't 

20 matter if we had used an alkaline cellulase, an acidic cellulase, or whatever. 

21 The reaction conditions are between 3 and 8, which is what our claim 

22 defines. 

23 The prior art discloses a much higher pH. The evidence of 

24 record shows that those skilled in the art believe that that higher pH was 

25 critical to success. Our evidence shows that it can work at a lower pH. 

26 JUDGE GARRIS: I guess your point then is that the use of a - 
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1 it doesn't matter, I think you said, that different enzymes are used in this 

2 comparison. It is, in fact, the pH that matters. 

3 MS. PABST: Our claims were drawn. The difference we 

4 focused our claims on that was not in the claims before was the reaction 

5 conditions. 

6 JUDGE GARRIS: I think the issue might raise itself as to 

7 whether, in fact, you've got evidence that establishes that it doesn't matter 

8 what enzyme is used; it only matters what pH is used. 

9 MS. PABST: There is no question that which enzyme you use 

10 will affect the outcome. 

1 1 The prior art, which forms the basis of the obviousness 



12 rejection, teaches de-inking at a very high pH because as evidenced by the 

13 declaration of record and the papers that have been submitted during the 

14 course of prosecution, those skilled in the art at the time this application was 

15 filed believed it was critical to add sodium hydroxide to a concentration that 

1 6 elevated the pH to 1 0 to 1 1 . 



17 The Japanese patent application that forms the primary 

18 reference in this case said we can add enzyme and get better results. We are 

19 not arguing that that is not an accurate statement; we are not saying they're 

20 wrong. 

21 We're not saying that when they say that you should use an 

22 alkaline cellulase is preferred is wrong. Of course it is right because they 

23 were working in very alkaline conditions and those skilled in the art would 

24 know to use an enzyme with optimal activity at the pH they used. 

25 What we're claiming and what is so different is de-inking at a 

26 pH between 3 and 8, and those skilled in the art would know to use an 
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1 enzyme that has optimal activity at the pH at which the reaction is run. 

2 JUDGE KIMLIN: Well, it seems, then, that one skilled in the 

3 art would know to select the enzyme under the pH conditions that are being 

4 employed and that you would expect that if you used pH conditions that 

5 were alkaline, you're going to use an alkaline-active enzyme and vice versa. 

6 So if you're going to operate in acidic conditions, you're going to use that 

7 particular enzyme. 

8 MR. TAUSCHE: That is what we used in experiment too. Are 

9 you questioning whether this is obvious or whether it works? I'm kind of 

10 confused. 

1 1 JUDGE KIMLIN: What we're discussing here is the 

12 commensurate and scope. How broad are these claims? Is your invention 

13 specific to particular enzymes or any enzyme that is going to work? 

14 MR. TAUSCHE: It is enzymes that facilitate the detachment of 

15 ink below pH 8, which was surprising and nonobvious. 

16 JUDGE KIMLIN: That sounds more specific. That sounds like 

17 it is not including enzymes that work better in alkaline conditions. 

18 MS. PABST: If you pick up any catalog with enzymes, it is 



19 going to tell you the pH optimum. So it was routine to pick - what they did 

20 was - I mean, the thing is we are not adjusting the pH of these reacting 

21 conditions. So if you have recycled material that is a little more acidic, it is 

22 going to be a little lower. If you pick newsprint, it turned out it was around 

23 7-something. 

24 Your pH is going to be dependent on what your paper source is 

25 and then you know what enzymes to add. What was inventive here and what 

26 is totally unexpected and totally contrary to the prior art, and that is what all 
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1 of this evidence shows and which we certainly believe meets the criteria 

2 under In re Sullivan is that the prior art said enzymes could help. 

3 There is no prior art that even remotely indicates that you could 

4 do this de-inking with an enzyme at a pH of less than eight. It all says that 

5 that sodium hydroxide was critical to take and swell these fibers. That is 

6 what Schmidt says. That is what all the prior art says. 

7 MR. TAUSCHE: When neutral de-inking makes it debut was 

8 three years after the relevant date here. That was an earth-shaking event. 

9 Nobody has done that anywhere. That is all we're trying to argue. 

10 MS. PABST: There was huge economic incentive to do this. 

11 So if it was so obvious, hey, we can drop the caustic and that solves our 

12 environmental problems and will work just as well. But, in fact, if you 

13 asked anybody at the time this was filed, you think you can do this without 

14 caustic? The answer would have been no. 

15 JUDGE KIMLIN: What it sounds, to me anyway, is that your 

16 invention, is it would be nice if we could operate without a caustic. Are 

17 there any enzymes out there that would operate without a caustic? 

18 MS. PABST: The answer is of course. 

19 JUDGE KIMLIN: That is what your invention seems. 

20 MS. PABST: The invention is the discovery that this will work 

21 because everything in the prior art says it wouldn't. 

22 JUDGE KIMLIN: My point is it does seem to be enzyme- 

23 specific. Correct me if I'm wrong, but if you take the prior art enzymes that 

24 are operated in alkaline conditions, you wouldn't expect them to really work 

25 well in this system without a caustic. 

26 MS. PABST: There are say - any catalog will show you this. 
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1 There are enzymes out there that work over a broad pH range. 

2 JUDGE KIMLIN: Right. 

3 MS. PABST: There are enzymes that have specific pH ranges. 

4 So you could find a so-called alkaline cellulase that would work just find at 

5 this pH. So it is not - 

6 MR. TAUSCHE: I think all Judge Kimlin is saying is you 

7 wouldn't use an alkaline enzyme — 

8 MS. PABST: You wouldn't use an enzyme that only worked at 

9 a pH — at a low pH. 

10 MR. TAUSCHE: - if you had made the decision on an 

1 1 experiment with neutral or low pH. 

12 JUDGE KIMLIN: If you're going to practice your invention, 

13 you're not going to select an alkaline enzyme. 

14 MS. PABST: You aren't going to select an enzyme that only 

15 works at pH 10. That part is true. But there are many - cellulase in 

16 particular are pretty pH- tolerant. That is the business they're in; it is selling 

17 enzymes. 

1 8 They have gone through and optimized which enzymes are 

19 going to work best under which conditions. They go into plants, they test 

20 these enzymes, and they optimize to get the maximum results. That is their 

21 company. 

22 MR. TAUSCHE: We have three dozen mills around the world 

23 using this technology. We are the pioneer and leader in this field. This is 

24 very new stuff. Nobody was doing this. 

25 That article we submitted as a declaration about neutral de- 

26 inking makes its debut is absolutely right. That was in a leading industry 
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1 journal. We have a declaration from the technical person in charge of that 

2 mill. These things were not done when this application was filed. 

3 MS. PABST: That is what -- we really think that -- again, I 

4 think we have to keep coming back to what is the legal standard here? 

5 And we have put in a lot of evidence that says that the level of 

6 skill was high, that those in the industry believed you had to add a high 

7 concentration of sodium hydroxide, which was critical. We have a prior art 

8 reference that said you could add an enzyme that will make it work better. 

9 We're different. We're claiming doing this at a pH where there 



10 isn't any added sodium hydroxide and saying this can work as well or better. 

11 It can save a great deal of money on the current market conditions, about $2 

12 million a year for these mills, and it avoids many of the environmental 

13 problems associated with the use of sodium hydroxide. This was 

14 unexpected. 



15 JUDGE KIMLIN: I think we understand the issues. 

16 MS. PABST: Thank you very much. 

17 MR. TAUSCHE: Thank you very much. 

18 JUDGE KIMLIN: Thank you for coming. 

19 (Whereupon, the proceedings at 9:41 a.m. were concluded.) 
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